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DETAILED ACTION

Continued Examination Under 37 CFR 1.114

A request for continued examination under 37 CFR 1.114, including the fee set

forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this

application is eligible for continued examination under 37 CFR 1.114, and the fee set

forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action

has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 6/06/08

has been entered.

Claim Rejections - 35 USC § 103

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set

forth in section 102 of this title, if the differences between the subject matter sought to be patented and

the prior art are such that the subject matter as a whole would have been obvious at the time the

invention was made to a person having ordinary skill in the art to which said subject matter pertains.

Patentability shall not be negatived by the manner in which the invention was made.

Claims 1, 8, and 25 are rejected under 35 U.S.C. 103(a) as being

unpatentable over Eisermann (U.S. Patent No. 6,804,926 B1) in view of Schwitte et

al. (U.S. Publication No. 2003/0037504 A1).

Regarding claim 1 , Eisermann discloses a building board made of fiberboard

which can be laid on beams, which are spaced apart parallel to one another, in order to

form a subfloor in a residential or commercial building and which has two mutually

opposite longitudinal edges and two mutually opposite transverse edges running at right

angles to the longitudinal edges, one longitudinal edge and one transverse edge in each
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case having a tongue (6) and the opposite longitudinal edge and transverse edge

having a groove (20) corresponding to the tongue (the board of Eisermann having the

similar complementary tongue and groove connection for all four edges); via which a

plurality of building boards can be connected to one another and locked in the vertical

direction in relation to one another, wherein the tongue on the longitudinal edge

comprises a bevel (12) and a recess (b) adjacent the bevel, wherein the bevel

transitions into a flat surface (1 1 ) of the recess, and the tongue and the groove on the

longitudinal edge are designed such that two boards which are connected to one

another at the longitudinal edges are also locked in a horizontal direction in relation to

one another (Col 6, Ln 21-27), wherein the groove on the longitudinal edge is bounded

by a top lip (22) and a bottom lip (21 ), the bottom lip projects laterally beyond the top lip

and has a concave recess over the entire length, and the tongue has a convex

underside which corresponds to the concave recess, and the bevel is flat or planar and

is conterminous with the convex underside of the tongue, the recess is defined by the

flat surface and another flat surface formed in the tongue, and in an assembled state,

an edge of the top lip of a first said building board bounds the recess of a second said

building board forming a closed space.

Eisermann does not disclose that the building board is board made of OSB

(oriented strand board) nor discloses that the recess is defined by a curved surface

formed in the tongue.
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Schwitte et al. discloses a floorboard having a recess (9) in the tongue, wherein

the recess is defined by a flat surface (8a) and a curved surface to provide a pocket for

excess glue.

All of the claimed elements were known in the prior art and one skilled in the art

could have modified the recess of Eisermann to have a curved surface as taught by

Schwitte et al. by known methods with no change in their respective functions, and the

combination would have yielded predictable results to one of ordinary skill in the art at

the time of the invention.

Moreover, it would have been obvious to one having ordinary skill in the art at the

time of invention to use OSB, since it has been held to be within the general skill of a

worker in the art to select a known material on the basis of its suitability for the intended

use as a matter of obvious design choice thus providing a durable, strong material. In re

Leshin, 227 F.2d 197, 125 USPQ 416 (CCPA 1960). Furthermore, OSB has been old

and well known in the building industry as a material commonly used for building and

flooring products. See Par 0005 in previously cited publication to Palsson

(2003/0079820 A1) which lists common prefabricated floor board materials.

Regarding claim 8 , Eisermann discloses a building board, comprising a first

longitudinal edge having a tongue (6); a second longitudinal edge opposite the first

longitudinal edge and having a groove (20) bounded by a top lip (22) and a bottom lip

(21); a first transverse edge adjacent to the first and second longitudinal edges and

having a tongue (6); a second transverse edge adjacent to the first and second

longitudinal edges and having a groove (21; the board of Eisermann having similar



Application/Control Number: 10/736,702 Page 5

Art Unit: 3633

complementary tongue and groove connection for all four edges); and an upwardly

projecting extension (a) on the bottom lip of the second longitudinal edge that locks

interconnected boards in a horizontal direction in relation to one another (Col 6, Ln 21-

27), wherein a front edge of the tongue of the first longitudinal edge comprises a bevel

(12), and a recess (b) formed in the tongue adjacent the bevel, the recess being defined

by a flat surface and another flat surface formed in the tongue, the bevel is flat or

planar, the bottom lip of the second longitudinal edge has a concave recess (23) over its

length, and the tongue of the first longitudinal edge has a convex underside (7) which

corresponds to the concave recess, the bevel being conterminous with the flat surface

of the recess and the convex underside of the tongue, wherein the building board is

made of fiberboard and in an assembled state, a portion of the top lip of a first said

building board is located within the recess of a second said building board.

Eisermann does not disclose that the building board is board made of OSB

(oriented strand board) nor discloses that the recess is defined by a curved surface

formed in the tongue.

Schwitte et al. discloses a floorboard having a recess (9) in the tongue, wherein

the recess is defined by a flat surface (8a) and a curved surface to provide a pocket for

excess glue.

All of the claimed elements were known in the prior art and one skilled in the art

could have modified the recess of Eisermann to have a curved surface as taught by

Schwitte et al. by known methods with no change in their respective functions, and the
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combination would have yielded predictable results to one of ordinary skill in the art at

the time of the invention.

Moreover, it would have been obvious to one having ordinary skill in the art at the

time of invention to use OSB, since it has been held to be within the general skill of a

worker in the art to select a known material on the basis of its suitability for the intended

use as a matter of obvious design choice thus providing a durable, strong material. In re

Leshin, 227 F.2d 197, 125 USPQ 416 (CCPA 1960). Furthermore, OSB has been old

and well known in the building industry as a material commonly used for building and

flooring products. See Par 0005 in previously cited publication to Palsson

(2003/0079820 A1) which lists common prefabricated floor board materials.

Regarding claim 25 , Eisermann already modified by Schwitte et al. further

discloses that the flat surface of the recess is substantially horizontal in an assembled

state.

Claims 3, 6, 9, and 10 are rejected under 35 U.S.C. 103(a) as being

unpatentable over Eisermann in view of Schwitte et al. as applied to claims 1 and

8 above, and further in view of Thiers (US 2002/0056245 A1).

Regarding claim 3 , Eisermann already modified by Schwitte et al. discloses the

structure as discussed above, but does not disclose that the longitudinal edges and the

transverse edges have a chamfer on their top side, with the result that a V-shaped joint

is formed at the connecting location between two boards.
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However, Thiers discloses a floor board (2) wherein the longitudinal edges and

the transverse edges have a chamfer (15, Par 0066) on their top side, with the result

that a V-shaped joint is formed at the connecting location between two boards as shown

in Figure 5.

Therefore, it would have been obvious to one having ordinary skill in the arts at

the time of the Applicant's invention to modify the floor board of Eisermann already

modified by Schwitte et al. so that the longitudinal edges and the transverse edges have

a chamfer on their top side, with the result that a V-shaped joint is formed at the

connecting location between two board as taught by Theirs to provide a panel that can

be easily rotated in relation to one another (Par 0067) as well as provide an

aesthetically pleasing surface along the upper edges of the board.

Regarding claim 6 , Eisermann already modified by Schwitte et al. discloses the

structure as discussed above, but does not disclose a layer on the top side of the board

that is provided with markings along which the board is capable of being fastened on

the beams by means of screws or nails.

However, Thiers discloses a floor board (2) wherein the top decorative layer (23)

has markings in the form of imprinted wood patterns, along which, screws or nails could

obviously be fastened.

Therefore, it would have been obvious to one having ordinary skill in the arts at

the time of the Applicant's invention to modify the floor board of Eisermann already

modified by Schwitte et al. to have markings on the decorative, along which, screws or
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nails could obviously be fastened as taught by Theirs to provide a decorative surface

that replicates wood.

Regarding claims 9 and 10 , Eisermann already modified by Schwitte et al.

discloses the structure discussed above, but does not disclose a first chamfer on a top

side of the top lip of the second longitudinal edge and a second chamfer disposed

above the tongue of the first longitudinal edge, resulting in a V-shaped joint formed by

connecting boards.

However, Thiers discloses a floor board (2) wherein the first and second

longitudinal edges have a first and second chamfer (15, Par 0066), respectively, on their

top side, with the result that a V-shaped joint is formed at the connecting location

between two boards as shown in Figure 5.

Therefore, it would have been obvious to one having ordinary skill in the arts at

the time of the Applicant's invention to modify the floor board of Eisermann already

modified by Schwitte et al. to have a first chamfer on a top side of the top lip of the

second longitudinal edge and a second chamfer disposed above the tongue of the first

longitudinal edge, resulting in a V-shaped joint formed by connecting boards as taught

by Theirs to provide a panel that can be easily rotated in relation to one another (Par

0067) as well as provide an aesthetically pleasing surface along the upper edges of the

board.
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Claims 4, 5, 15, and 17 are rejected under 35 U.S.C. 103(a) as being

unpatentable over Eisermann in view of Schwitte et al. as applied to claims 1 and

8 above, and further in view of Kornicer et al. (US 2003/0035921 A1).

Regarding claims 4, 5, 15, and 17 , Eisermann already modified by Schwitte et al.

discloses the floor board above, but does not disclose that the board comprises four

layers, in which case, in the two outer layers, a longitudinal direction of strands is

oriented predominantly in the longitudinal direction of the board, and in the two inner

layers, a longitudinal direction of other strands is oriented predominantly in the

transverse direction of the board or that the board comprises strands glued with an

isocyanate resin.

However, Kornicer et al. discloses a multi-layered oriented strand board (10) has

four layers, in which case, in the two outer layers (12, 16), a longitudinal direction of

strands is oriented predominantly in the longitudinal direction of the board, and in the

two inner layers (14, 15), a longitudinal direction of other strands is oriented

predominantly in the transverse direction of the board as shown in Figure 1, and

comprises strands glued with isocyanate resin (Par 0029-0035).

Therefore, it would have been obvious for a person having ordinary skill in the

arts at the time of the Applicant's invention to modify the floor board of Eisermann

already modified by Schwitte et al. to have four layers, in which case, in the two outer

layers, a longitudinal direction of strands is oriented predominantly in the longitudinal

direction of the board, and in the two inner layers, a longitudinal direction of other

strands is oriented predominantly in the transverse direction of the board and the
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strands glued with isocyanate resin as taught by Kornicer et al. to provide a material

that is better suited for use as flooring in damp environments (Par 0018).

Claims 7 and 12-14 are rejected under 35 U.S.C. 103(a) as being

unpatentable over Eisermann in view of Schwitte et al. as applied to claims 1 and

8 above, and further in view of Hall (US 347,425).

Regarding claim 7 , Eisermann already modified by Schwitte et al. discloses the

floor board above, but does not disclose that the bottom lip of the groove, on the

longitudinal and/or transverse side, has depressions, which are spaced apart parallel to

one another, for accommodating a nail or screw head.

Hall, however, discloses a cladding wherein a bottom lip (B) of a groove

comprises depressions (c), which are spaced apart parallel to one another, for

accommodating a nail or screw head.

Therefore, it would have been obvious for a person having ordinary skill in the

arts at the time of the Applicant's invention to modify the floor board of Eisermann

already modified by Schwitte et al. to have the groove, on the longitudinal and/or

transverse side, include depressions, which are spaced apart parallel to one another,

for accommodating a nail or screw head as taught by Hall to have preformed holes to fix

the floor board in place.

Regarding claims 12-14 . Eisermann already modified by Schwitte et al. discloses

the structure as discussed above and further discloses that the groove of the second

transverse edge comprises a top lip and a bottom lip (all edges having the same joint
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connection), but does not disclose a plurality of spaced apart recesses provided along

the bottom lip of the second longitudinal edge nor that the bottom lip of the second

transverse edge having a plurality of spaced apart recesses, and wherein the plurality of

recesses of the second longitudinal edge and the second transverse edge are

configured to accommodate countersunk nail heads or screw heads.

Hall, however, discloses a cladding wherein a bottom lip (B) of a groove

comprises a plurality of spaced apart recesses(c) configured to accommodate

countersunk nail heads or screw head.

Therefore, it would have been obvious for a person having ordinary skill in the

arts at the time of the Applicant's invention to modify the floor board of Eisermann

already modified by Schwitte et al. to have the bottom lips of each of the groove on the

longitudinal and transverse side, have a plurality of spaced apart recesses configured to

accommodate countersunk nail heads or screw head as taught by Hall to have

preformed holes to fix the floor board in place. Furthermore, it has been held that a

mere duplication of parts, such as the duplication of the recesses, has no patentable

significance unless a new and unexpected result is produced. A duplication of parts is

generally recognized as being within the level of ordinary skill in the art. In re Harza,

274 F.2d 669, 124 USPQ 378 (CCPA 1955).

Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over

Eisermann in view of Schwitte et al. as applied to claim 8 above, and in further

view of Smid et al. (US 6012255).
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Regarding claim 18 , Eisermann already modified by Schwitte et al. discloses the

floor board above, but does not disclose markings provided on a top side of the board

and adapted to correspond to spacing between beams.

However, Smid et al. in Figures 2A-2F discloses building material with a plurality

of marks (12) corresponding to spacing of supports on which the building material would

be mounted.

Therefore, it would have been obvious for a person having ordinary skill in the

arts at the time of the Applicant's invention to modify the floor board of Eisermann

already modified by Schwitte et al. to include markings on a top side of the board and

adapted to correspond to spacing between beams as taught by Smid et al. to provide a

visual indicator for a worker of where to fasten the board (Abstract).

Claims 20 and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable

over Eisermann (U.S. Patent No. 6,804,926 B1) in view of Schwitte et al. (U.S.

Publication No. 2003/0037504 A1) and Hall (US 347,425).

Regarding claims 20 and 26 , Eisermann discloses a building board made of

fiberboard comprising two mutually opposite longitudinal edges and two mutually

opposite transverse edges running at right angles to the longitudinal edges, one

longitudinal edge and one transverse edge in each case having a tongue (6) and the

opposite longitudinal edge and transverse edge having a groove (20) corresponding to

the tongue (the board of Eisermann having the similar complementary tongue and
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groove connection for all four edges); via which a plurality of building boards can be

connected to one another and locked in the vertical direction in relation to one another,

wherein the groove on the longitudinal edge is bounded by a top lip (22) and a

bottom lip (21), the bottom lip projects laterally beyond the top lip and has a concave

recess over the entire length, the tongue has a convex underside (7) which corresponds

to the concave recess, the tongue of the first longitudinal edge comprises a flat or

planar bevel (12) and a recess (b) formed adjacent to the bevel, the recess being

defined by a flat surface and another flat surface formed at a transition between the

tongue and a vertical wall (10) extending from the tongue, the flat or planar bevel being

conterminous with the flat surface of the recess and the convex underside of the

tongue, and in an assembled state, a corner of the top lip of a first said building board is

located within the recess of a second said building board.

Eisermann does not disclose that the building board is board made of OSB

(oriented strand board), that the recess is defined by a curved surface formed in the

tongue, and that the bottom lip of the longitudinal or transverse edge has a plurality of

spaced apart depressions formed in the concave recess and configured to

accommodate a countersunk nail head or screw head

Schwitte et al. discloses a floorboard having a recess (9) in the tongue, wherein

the recess is defined by a flat surface (8a) and a curved surface to provide a pocket for

excess glue.

All of the claimed elements were known in the prior art and one skilled in the art

could have modified the recess of Eisermann to have a curved surface as taught by
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Schwitte et al. by known methods with no change in their respective functions, and the

combination would have yielded predictable results to one of ordinary skill in the art at

the time of the invention.

Hall, discloses a cladding wherein a bottom lip (B) of a groove comprises

depressions (c), which are spaced apart parallel to one another, for accommodating a

nail or screw head.

Therefore, it would have been obvious for a person having ordinary skill in the

arts at the time of the Applicant's invention to modify the floor board of Eisermann to

have the bottom lips of each of the groove on the longitudinal and transverse side, have

a plurality of spaced apart recesses configured to accommodate countersunk nail heads

or screw head as taught by Hall to have preformed holes to fix the floor board in place.

Furthermore, it has been held that a mere duplication of parts, such as the duplication of

the recesses, has no patentable significance unless a new and unexpected result is

produced. A duplication of parts is generally recognized as being within the level of

ordinary skill in the art. In re Harza, 274 F.2d 669, 124 USPQ 378 (CCPA 1955).

Moreover, it would have been obvious to one having ordinary skill in the art at the

time of invention to use OSB, since it has been held to be within the general skill of a

worker in the art to select a known material on the basis of its suitability for the intended

use as a matter of obvious design choice thus providing a durable, strong material. In re

Leshin, 227 F.2d 197, 125 USPQ 416 (CCPA 1960). Furthermore, OSB has been old

and well known in the building industry as a material commonly used for building and
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flooring products. See Par 0005 in previously cited publication to Palsson

(2003/0079820 A1) which lists common prefabricated floor board materials.

Claim 24 is rejected under 35 U.S.C. 103(a) as being unpatentable over

Eisermann in view of Schwitte et al. as applied to claim 1 above, and in further

view of Pervan (US 7,127,860 B2).

Regarding claim 24 , Eisermann already modified by Schwitte et al. discloses the

floor board above, but does not disclose that the tongue and the groove on the

transverse edge are designed such that two boards which are connected to one another

at the transverse edges are not locked in a horizontal direction in relation to one

another.

However, Pervan in Figures 12a-12d discloses multiple alternatives for locking

floorboards. Pervan discloses that longitudinal edges of a floorboard may lock

horizontally as shown in Figure 12a, but that the short edges may or may not

horizontally with each other as shown in Figures 12b and 12c respectively. Such

alternative combinations allows for increased durability and ease of installation or

disassembly (Col 12, Ln 16-31).

Therefore, it would have been obvious to substitute the complementary tongue

and groove on the transverse edges of Eisermann with transverse edges that are not

locked in a horizontal direction in relation to one another as taught in Figure 12c of

Pervan because the substitution of one known element for another would have yielded

predictable results to one of ordinary skill in the art at the time of the invention and such
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a modification would allow for increased durability and ease of installation or

disassembly.

Claim 27 is rejected under 35 U.S.C. 103(a) as being unpatentable over

Eisermann in view of Schwitte et al. and Hall as applied to claim 20 above, and in

further view of Pervan (US 7,127,860 B2).

Regarding claim 27 , Eisermann already modified by Schwitte et al. and Hall

discloses the floor board above, but does not disclose that the transverse edge is

devoid of structure that locks, in a horizontal direction, two boards which are connected

to one another.

However, Pervan in Figures 12a-12d discloses multiple alternatives for locking

floorboards. Pervan discloses that longitudinal edges of a floorboard may lock

horizontally as shown in Figure 12a, but that the short edges may or may not

horizontally with each other as shown in Figures 12b and 12c respectively. Such

alternative combinations allows for increased durability and ease of installation or

disassembly (Col 12, Ln 16-31).

Therefore, it would have been obvious to substitute the complementary tongue

and groove on the transverse edges of Eisermann with transverse edges that are

devoid of structure that locks, in a horizontal direction, two boards which are connected

to one another as taught in Figure 12c of Pervan because the substitution of one known

element for another would have yielded predictable results to one of ordinary skill in the



Application/Control Number: 10/736,702 Page 17

Art Unit: 3633

art at the time of the invention and such a modification would allow for increased

durability and ease of installation or disassembly.

Allowable Subject Matter

Claims 16 and 19 are objected to as being dependent upon a rejected base

claim, but would be allowable if rewritten in independent form including all of the

limitations of the base claim and any intervening claims.

The following is a statement of reasons for the indication of allowable subject

matter: None of the prior art alone or in obvious combination discloses a floor board

having, inter alia, a bevel on the top lip of the second longitudinal edge which

corresponds to the bevel of the tongue. To modify Eisermann with such a bevel would

destroy the intended manner in which Eisermann's board would function and be

assembled.
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Conclusion

Any inquiry concerning this communication or earlier communications from the

examiner should be directed to CHRISTINE T. CAJILIG whose telephone number is

(571)272-8143. The examiner can normally be reached on Monday - Thursday from

8am - 4pm.

If attempts to reach the examiner by telephone are unsuccessful, the examiner's

supervisor, Brian Glessner can be reached on (571) 272-6843. The fax phone number

for the organization where this application or proceeding is assigned is 571-273-8300.
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Information regarding the status of an application may be obtained from the

Patent Application Information Retrieval (PAIR) system. Status information for

published applications may be obtained from either Private PAIR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should

you have questions on access to the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a

USPTO Customer Service Representative or access to the automated information

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/C. T. C.I

Examiner, Art Unit 3633
6/30/08

/Brian E. Glessner/

Supervisory Patent Examiner, Art Unit 3633


